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The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior office action. 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 1 1/27/06 has been entered. 

Claims 1-3, 5-8 and 19-22 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Rostoker et al (U.S. Patent 5,389,194) for the 
same reasons set forth in the previous office action which are incorporated herein by reference. 

Claims 1 1-16 are rejected under 35 U.S.C. 103(a) as being obvious over Rostoker et al 
(U.S. Patent 5,389,194) in view of Farkas et al. (730) for the same reasons set forth in the 
previous office action which are incorporated herein by reference. 

Claims 1-3, 5-8 and 19-22 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over all the claims of copending 
Application No. 09/969,025 for the same reasons set forth in the previous office action which are 
incorporated herein by reference. 

Claims 17 and 18 are allowed. 

Applicants arguments filed 1 1/27/06 and 12/21/06 have been fully considered but they 
are not persuasive. 
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RESPONSE TO ARGUMENTS FOR THE 12/21/06 RESPONSE BY 
APPLICANTS: 

Applicants argument in the first paragraph of the response are directed to the declaration of 
Dr. Li. This declaration will be addressed below. 

In the second paragraph of the response, applicants state that the Rostoker patent contains 
phophetic examples that add nothing to the disclosure of the reference. The examiner 
acknowledges the examples of this reference, however, it is clear from the examples that the 
claimed distribution is meet thus the examiner is unclear as how the examples do not teach the 
invention defined in the disclosure of the reference because these examples clearly are predictive 
of what is disclosed in the reference disclosure (i.e. the examples specifically teach an average 
particles size and a distribution which is the "P" value). Applicants continue to argue that 
Rostoker et al. produces the particles by the Siegel et al. patent (5,128,081) method (and this 
method is not capable of producing the claimed particle collection (i.e. size)). The examiner 
disagrees because Rostoker et al. does not state that this is the only method of making the 
particles, but rather uses the Siegel et al. reference as showing a known possible method. 
Rostoker et al. does limit the method to the Siegel et al. method, as argued by the applicants. 
Applicants would also appear to argue that the particles taught in the Rostoker et al. patent are 
those of the Siegel et al. patent. Applicants are apparently ignoring the teachings in Rostoker 
that define that the particles have the claimed distribution. With all due respect, where in the 
Rostoker patent is it stated that the particles therein are only produced using the method of 
Siegel? The examiner is unable to find any passage relating to this. 
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Applicants also state that the Singh declaration shows that the terminology cannot be 
properly interpreted due to internal inconsistencies. The examiner has fully addressed this 
declaration in the previous responses. However, the examiners arguments against this 
declaration are hereby redefined. The declaration under 37 CFR 1.132 by Dr. Singh is 
insufficient to overcome the rejection of the claims based upon the Rostoker patent. The 
declaration criticizes one possible method of determining Q 5 as defined in the reference, and 
there has been no showing of a preponderance of evidence that the Q value cannot be determined 
by the disclosed method. Since every patent is presumed valid (35 U.S.C. 282), and since that 
presumption includes the presumption of operability Metropolitan Eng. Co. v. Coe, 78 F.2d 199, 
25 USPQ 216 (D.C. Cir. 1935), affidavits or declarations attacking the operability of a patent 
cited as a reference must rebut the presumption of operability by a preponderance of the 
evidence. In re Sasse, 629 F.2d 675, 207 USPQ 107 (CCPA 1980). Given the other teachings in 
the patent that Q is inversely proportional to Y, the fact the patent gives actual numerical values 
for Q and the teachings of the examples where the size distribution of the particles are clearly 
stated, the fact that the method for determining Q might be unclear to Dr. Singh and not found in 
the books cited by Dr. Singh does not detract from rest of the teachings of this patent nor does it 
show that the Q value cannot be determined by one of ordinary skill in the art. The declaration 
does not show that the claimed particles are different and unobvious over those of the reference 
and Dr. Singh's comments with respect to the Siegel patent are given no weight since he has not 
provided any evidence to support his conclusion and the fact the Siegel patent is not part of the 
rejection. Furthermore, the argument in lines 2-4 on page 5 of the declaration that he is unaware 
of any other methods of making the claimed particles is not supported by facts. As defined in the 
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Rostoker patent, the Q value is inversely related to the Y and that patent clearly defines the Q 
values. The declaration defines that the units for the Q value is not dimensionless but rather 
1/cm or 1 length. The examiner is unclear as to how Dr. Singh obtained these units and the 
declaration does not clearly show that the Q value is not dimensionless. The number or amount 
of particles having a certain size would be nm or a percentage of nm and not 1/cm 3 (number of 
particles/volume of particles). The declaration continues to argue that the description (of the 
reference Q value) is inconsistent. Contrary to this statement, the description is clear as to how 
to obtain the Q values. The declaration also states that the Q value does not correspond to a 
Gaussian distribution. Although this may be the case, this value is the ratio of a number of 
particles having an average size divided by the number of particles having a size less than 50% 
of the average size (the value of Q is understood by the examiner and the Board or Patent 
Appeals and Interferences). The Q value is merely a quality factor and the fact that this value in 
not discloses in any books and is not a common method does not mean that it cannot be 
determined by one of ordinary skill in the art in reviewing the Rostoker patent. The declaration 
provides no sufficient evidence to support the statements made therein. The balance of the 
declaration refers to references and rejections not made in this application. Finally, Dr. Singh is 
reminded that the patent number for the Rostoker patent relied upon in wrong. The examiner is 
not denying that Dr. Singh is expert in the field, the Examiner has simply rebutted his arguments 
and applicants have not presented any evidence showing the Examiner is incorrect in his rebuttal. 

Applicants also state that Rostoker has a muddled description relating to the particle 
uniformity. The examiner is unclear as to this argument because, looking at the examples and 
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claim 1 of the reference, the reference clearly teaches an average particle size (X) and a 
distribution (P% of X), thus the description is clear 

In the third paragraph of the response, applicants state that they have presented unrefuted 
evidence that the process of Siegel cannot make the claimed particles. This argument is based on 
the Siegel patent teachings, and in the above rejections, the examiner is not relying on the 
teachings of Siegel to reject the claims. It would appear that applicants are arguing the process, 
however, the claimed invention is directed to a collection of particles and not a process. In view 
of this, the examiner is unclear as to how argument directed to a process would provide evidence 
of patentability to a collection of particles especially since (1) applicants are not claiming a 
process and (2) the particles of Rostoker are not necessarily produced by the method of Siegel. It 
would appear that applicants are primarily focusing on the production method, however, the 
claims are not defined in terms of a method. In view of this, any arguments pertaining to the 
method are irrelevent and the claims are interpreted in view of the size requirements only. The 
fact that the examples (of Rostoker) do not say how to obtain the particles within the taught 
ranges does not establish that methods for making the particles are unknown because they must 
have been made. A reference does not require specific disclosure of what is already known to 
one of ordinary skill in the art. Case v. CPC International Inc. 221 USPQ 196, 201 (Fed. Cir. 
1984). In view of this, the reference clearly enables the invention disclosed therein. Applicants 
also state that the process of Siegel simply does not make the claimed particles. This argument is 
irrelevent because the rejection is not based on the teaching of Siegel, as defined above. 
Applicants state they also attached a copy of a micrograph for delta alumina. The examiner 
acknowledges this, however, (1) the claims are not directed to delta alumina, thus how is this 
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micrograph relevant and (2) any disclosure of the micrograph is muddled, at best (micrograph is 
unclear). 

In the forth paragraph of the response, applicants state that the declaration of Dr Kambe 
establishes that that no method was available for making the claimed particle collection (size). 
The declaration is insufficient to overcome the rejection because it amounts to an affirmation that 
the affiant has never seen the claimed subject matter before. This is not relevant to the issue of 
anticipation or nonobviousness of the claimed subject matter and provides no objective evidence 
thereof. See MPEP 716. Accordingly, it does not overcome the rejection. 

In the last paragraph of the response, applicants state that they have presented an enormous 
amount of evidence to support patentability. The examiner is well aware of applicants evidence 
provided, however, the office also has presented clear evidence that the claimed particles are 
known, thus rebutting applicants evidence. This evidence being the Rostoker patent teachings 
and all of applicants arguments or evidence do not clearly establish why the claimed particles are 
patentably distinct from the Rostoker particles. Applicants appear to state that the office has not 
offered anything in reply to applicants unrefuted evidence. To the contrary, the evidence offered 
by the office is the teachings of Rostoker which clearly teaches the claimed particles and 
distribution. Applicants are referred to all of the previous office actions which fully address all 
of applicants arguments and declarations submitted. As defined above, Rostoker clearly teaches 
the claimed limitations, as is evident from all the previous office action and the board decision 
dated 2/27/03. 

To comment on the declaration by Dr. Li, the crux of this declaration is that Dr. Li 
concluded that from all the research that the materials claimed in the instant application were not 
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publicly known at the time of filing the instant application. The examiner asks what is meant by 
publicly known. Does this mean in commercial use? The declaration includes a statement which 
amounts to an affirmation that the affiant has never seen the claimed subject matter before. This 
is not relevant to the issue of nonobviousness of the claimed subject matter and provides no 
objective evidence thereof. See MPEP § 716. The overwhelming evidence is the Rostoker 
patent which clearly teaches the claimed particles (size and distribution). Since the Rostoker 
patent was published prior to the filing date of the instant invention, it was publicly known, thus 
the particles themselves were known prior to the invention. The declaration, at most, establishes 
that the articles disclosed therein did not disclose the claimed invention. The examiner does not 
rebut this, but these articles were not part of the rejection and the reference applied (Rostoker) 
clearly teaches the claimed particles and this declaration is ineffective to overcome the teachings 
of the reference relied upon. 

For clarification, the examiner defines the calculations of the Rostoker distribution below 
and these clearly establish that the reference teaches the claimed invention. 

The taught alumina particles have a preferred average particle size in the range of 10-100 
nm, which falls within the claimed range, and a size distribution about the average particle size 
in the range of 10%, 20%, or 30%. Thus the references teach all the particles fall within 10% of 
the average particle size and 1 10% of the average particle size; within 20% of the average 
particle size and 120% of the average particle size and within 30% of the average particle size 
and 130% of the average particle size. These ranges fall within the distribution defined by claims 
1, 5, 6-8 and 19-22. It is clear that none of the particles in these ranges will be 3 or even 2 times 
of average particle size and will have a distribution that falls within the scope of that set forth in 
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instant claims 6-8 and 19-22, as show by the following calculation. Choosing an average particle 
size of 40, the size distributions which are 10%, 20% and 30% about the average particle size are 
respectively, 36-44 nm, 32-48 nm and 28-52 nm. Choosing an average particle size of 30, the 
size distributions which are 10%, 20% and 30% about the average particle size are respectively, 
27-33 nm, 24-36 nm and 21-39 nm. Choosing an average particle size of 20, the size 
distributions which are 10%, 20% and 30% about the average particle size are respectively, 18- 
22 nm, 16-24 nm and 14-26 nm. Choosing an average particle size of 10, the size distributions 
which are 10%, 20% and 30% about the average particle size are respectively, 9-1 1 nm, 8-12 nm 
and 7-13 nm. Example 3 in reference teaches a polishing slurry comprising alumina particles. 
The taught alumina particles have an average particle size of 10 nm (X of the example) and a 
distribution about the average particle size of 10% (P in the example) which means that all the 
particles in the slurry are within the range of 10% of the average particle size and 110% of the 
average particle size (within the range of 9-1 1 nm). This range falls within size range of the 
instant claims and shows no particles have a size 3 or even 2 times the average particle size, 
which would be 30 nm or 20 nm respectively. Similar results are apparent for the distribution set 
forth in claims 6-8 and 19-22 and said results show that the claimed distribution is clearly 
defined by Rostoker. 

RESPONSE TO ARGUMENTS FOR THE 11/27/06 RESPONSE BY 
APPLICANTS: 

On pages 7-9 of the remarks, applicants argue case law relevant to the instant invention. 
The examiner acknowledges these citations, however, the examiner clearly established reasons 
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why the instant invention is unpatentable over the prior art (see all of the previous prosecution 
histories presented by the office, all of said histories being incorporated herein by reference.) 
On page 8-9, it appears that applicants are arguing inoperability of the cited patent (Rostoker). 
Applicants argument of inoperability is not based on facts. A reference is presumed to be 
operable and the burden is upon applicants to show otherwise. Applicants have not defined any 
clear evidence of inoperability. The reference clearly teaches (as outlined above) a collection of 
particles having a nm size, wherein no particles have a size greater than 3 times the average 
particle size. Applicants also state that the Examiner, the Board and the Solicitor all had 
separate interpretations of the reference. This is not true because the interpretations are 
consistent even calculations made by the board where not made by the examiner in the initial 
office actions (prior to examiners answer). However, said calculation was made by the examiner 
in response to the remand from the board, thus the interpretations are consistent with one 
another. The Examiner cannot find any evidence to support this assertion. If applicants 
maintain this argument, they need to provide evidence of this argued inconsistency. All patents 
are presumed to be valid. 35 U.S.C 282. If applicants continue to argue the inoperability 
of Rostoker, they are requested to go through the necessary channels to show this (i.e. file a 
reexam). 

Applicants also make a statement that the examiner did not bother to re address any of 
these issues. What issues have not been re addressed? The examiner clearly incorporated the 
remarks in the previous office actions by reference. This clearly addresses all of the issues, 
contrary to applicants position. 
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Applicants' make a statement pertaining to the declaration of Dr. Singh in the paragraph 
on pages 9-10 of the Response in that the standard for evaluating the teachings of Rostoker is not 
what is possible but what a person of ordinary skill in the art would interpret the subject matter to 
mean. They further state that Dr. Singh is expert in the field. The examiner is not denying this 
(Dr. Singh is expert in the field), as applicant appear to argue. The Examiner has simply rebutted 
his arguments. Applicants have not presented any evidence showing the Examiner is incorrect in 
his rebuttal. All of the examiners previous comments on this declaration are incorporated herein 
by reference. 

Applicants make statement that it is not the examiners role to rewrite Rostoker the make 
sense (i.e. examiner can not do this for his benefit). This statement is not well taken because the 
examiner has not done this, as alleged by applicants. The examiner has followed the "uniform 
application of patentability standards" defined in the MPEP. 

It appears that applicants are attacking the examiner, however, they are reminded that all 
business must be done with decorum and courtesy. 

Applicants also argue that Rostoker et al. produces the particles by the Siegel et al. patent 
(5,128,081) method and this method is not capable of producing the claimed particle collection 
(i.e. size), see paragraph bridging pages 10-11 and last paragraph on page 12. The examiner 
disagrees because Rostoker et al. does not state that this is the only method of making the 
particles, but rather uses the Siegel et al. reference as showing a known possible method. 
Rostoker et al. does limit the method to the Siegel et al. method, as argued by the applicants. 
Applicants would also appear to argue that the particles taught in the Rostoker et al. patent are 
those of the Siegel et al. patent. Applicants are apparently ignoring the teachings in Rostoker 


Application/Control Number: 09/136,483 Page 12 

Art Unit: 1755 

that define that the particles have the claimed distribution. Applicants state that the declaration 
of Dr Kambe establishes that that no method was available for making the claimed particle 
collection (size). The declaration is insufficient to overcome the rejection because it amounts to 
an affirmation that the affiant has never seen the claimed subject matter before. This is not 
relevant to the issue of anticipation or nonobviousness of the claimed subject matter and provides 
no objective evidence thereof See MPEP 716. Accordingly, it does not overcome the rejection. 
The fact that the examples (of Rostoker) do not say how to obtain the particles within the taught 
ranges does not overcome the rejection. A reference does not require specific disclosure of what 
is already known to one of ordinary skill in the art. Case v. CPC International Inc. 221 USPQ 
196, 201 (Fed. Cir. 1984). There has been no showing that method of producing or forming the 
disclosed particle size distribution were not already known to one of ordinary skill in the art. 
Applicants have not presented any evidence that no other methods were known to produce the 
taught particles. To rebut this argument, reference is made to U.S. patent 4,842,837 which 
teaches a method for forming silica articles of 100 nm or less. Although this patent is directed 
to the manufacture of silica particles, it is the examiners position that the skilled artisan would 
have appreciated that it is applicable to alumina particles, as well, especially since Rostoker 
teaches that the particles can be silica or alumina. Not withstanding the above patent, Rostoker 
teaches the claimed particles size and since the claimed particle size is clearly taught, it must 
have been made by a method consistent with producing said size. 

Applicants also argue in paragraph bridging pages 11-12 that the prior art does not enable 
a person skilled in the art to make or use the invention. This is not persuasive because the art 
clearly shows that the claimed particles are known and since the claimed particle size is clearly 
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taught, it must have been made by a method consistent with producing said size. The inventors 
of the Rostoker patent are also clearly skilled artisan and thus since the claimed particle size is 
known, the inventors of said patent must have known how to produce the size disclosed therein. 
The fact that the examples (of Rostoker) do not say how to obtain the particles within the taught 
ranges does not establish that methods for making the particles is unknown because they must 
have been made. As defined above, a reference does not require specific disclosure of what is 
already known to one of ordinary skill in the art. Case v. CPC International Inc. 221 USPQ 196, 
201 (Fed. Cir. 1984). In view of this, the reference clearly enables the invention disclosed 
therein. Finally, applicants argue that the examiner has not reviewed Dr Kambe's declaration in 
view of professor Singh's declaration. The examiner has done this, however, the reevaluation 
does no remedy the examiners position above. These declarations do not establish clear 
evidence of unobviousness over the reference applied. Applicants make a bold statement in that 
the examiner has not considered the declarations consistent with the courts ruling. Contrary to 
applicants position, the declarations have be evaluated consistent with the above ruling, however, 
as clearly defined above, the declarations are not convincing. 

It would appear that applicants are primarily focusing on the production method, however, 
the claims are not defined in terms of a method. In view of this, any arguments pertaining to the 
method are irrelevent and the claims are interpreted in view of the size requirements. The 
Rostoker et al. clearly teaches particles composed of alumina (alpha or gamma alumina-see 
column 4, lines 16-19) having a size (X value of 10-100) and a distribution that is controlled to 
within a certain selected size (Y value which is "P" (10-50%) of "X"). See the claims. Example 
3 teach that the particles have an average particle size of 10 nm (the X value) and a distribution 
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where all the particles have a size within 10% of the average particles size (the X value). This 
means that all the particles are within the range of 10% of the average particle size and 1 10% of 
the average particles size. Accordingly, there are no particles have a size greater than 3 times the 
average particle size. This teaching clearly reads on the claimed size because all of the size 
requirements are clearly disclosed by this reference. If applicants contest this, they must show 
clear reasons as to why the size disclosed by the reference is not the claimed size. To date, 
applicants have not clearly established any differences. 

With respect to the combination rejection ((U.S. Patent 5,389,194) in view of Farkas et 
al. (730)), applicants arguments do not address the examiners reasons for combining. 

With respect to the ODP (obvious double patenting rejection) based on 09/969,025, 
applicants argue that an ODP rejection is not proper for applications filed after June 8, 1995. 
This is not persuasive because the MPEP section applicants refer to clearly states that a ODP can 
be made in application filed after June 8, 1995 

To further comment on applicants criticism of the Q value defined in Rostoker, it is well 
established that a reference can be used for all it realistically teaches and since examples 1 and 3 
and the claims of the reference do not refer to any Q value, no Q value is needed to understand 
the claims and the examples and it is these that teach a distribution that clearly reads on the 
instant claims. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Michael A. Marcheschi whose telephone number is (571) 272-1374. The 
examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions /m( access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217^97 (toll-free). 
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